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DETAILED ACTION 

This is in response to tlie application filed on September 25, 2006 in which 
claims 1-12 are presented for examination. 

1 . It would be of great assistance to the Office if all incoming papers pertaining to a 
filed application carried the following items: 

1 . Application number (checked for accuracy, including series code and 
serial no.). 

2. Group art unit number (copied from most recent Office communication). 

3. Filing date. 

4. Name of the examiner who prepared the most recent Office action. 

5. Title of invention. 

6. Confirmation number (See MPEP § 503). 

Specification 

2. The disclosure is objected to because of the following informalities: 

a. Page 5, line 16, "disc stock holder 12" should be changed to -disc stock 
holder 12a or 12b- in order to be consistent with the remainder of the disclosure. 

b. Page 6, line 8, "figure 3a" should be changed to -figure 3- in order to be 
consistent with the remainder of the disclosure. 

c. Page 6, line 8, "circular opening" should be changed to -circular opening 
1 5a- in order to establish a reference sign for that shown in Fig. 3. 

d. Page 6, line 9, "disc stock holder rod 32" should be changed to -disc 
stock holder rod 32b~ in order to be consistent with the remainder of the disclosure. 
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e. Page 6, line 9, "disc stocl^ liolders 12" sliould be changed to -disc stock 
holders 12a and 12b- in order to be consistent with the remainder of the disclosure. 

f. Page 6, line 10, "rod 32" should be changed to -rod 32b- in order to be 
consistent with the remainder of the disclosure. 

g. Page 6, line 22, "(figure 7)" should be changed to -(figure 8)- because 
the mechanical gripper is not identified in Fig. 7. 

h. Page 7, line 6, "drive 41" should be changed to -drive in step 41- in order 
to more clearly reference that shown in Fig. 12. 

i. Page 7, line 7, "tray 42" should be changed to -tray in step 42- in order to 
more clearly reference that shown in Fig. 12. 

Appropriate correction is required. 

Drawings 

3. The drawings are objected to because of the following informalities: 

a. The drawings fail to comply with 37 CFR 1 .84(p)(5) because they do not 
include one or more following reference signs mentioned in the description. Note, for 
instance, "10" (disclosed in lines 2, 4, 8 and 15 on page 5, and line 5 on page 6 as an 

"apparatus"). 

b. The drawings also fail to comply with 37 CFR 1 .84(p)(5) because they 
include one or more reference signs not mentioned in the description. Note, for 
instance, "295" (Fig. 3), "470" (Fig. 3), "21a" (Fig. 4), "21b" (Fig. 4), "303.50" (Fig. 4), 
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"158.40" (Fig. 10), "207" (Fig. 10), "447.37" (Fig. 10), "384" (Fig. 11), "40" (Fig. 12), and 
"44" (Fig. 12). 

c. The drawings fail to comply with 37 CFR 1 .84(p)(4) because a single 
reference sign has been used to designate plural distinct elements. Note, for instance, 
the following: 

(1) Reference sign "41" has been used to designate both a "printer" 
(not shown in the figures, but disclosed in lines 17 and 18 on page 6) and a "Disc 
in drive?" step (as shown in Fig. 12, and as disclosed in lines 5-6 on page 7); and 

(2) Reference sign "43" has been used to designate both a "printer 
tray" (not shown in the figures, but disclosed in line 20 on page 6) and a "Write 
Disc" step (as shown in Fig. 12, but undisclosed in the specification). 

d. In Fig. 3, lead lines/arrows should be added for reference signs "12a" and 

"12b". 

e. In Fig. 4, reference sign "13a" should be changed to -12a- in order to be 
consistent with the remainder of the disclosure. 

f. In Fig. 4, lower-most reference sign "15" should be changed to -15a- in 
order to be consistent with the remainder of the disclosure. 

g. In Fig. 8, a lead line/arrow should be added for reference sign "24". 

h. In Fig. 9, reference sign "22" should be changed to -22b- in order to be 
consistent with the remainder of the disclosure. 

i. In Fig. 1 1 , reference sign "22" should be changed to -21 - in order to be 
consistent with the remainder of the disclosure. 
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j. In Fig. 12, "try" slioulcl be spelled -tray-. 

Corrected drawing sheets in compliance with 37 CFR 1.121 (d) and/or an 
amendment to the specification in compliance with 37 CFR 1 .121(b) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing 
sheet submitted after the filing date of an application must be labeled in the top margin 
as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Claim Objections 

4. Claim 4 is objected to because of the following informalities: "data storage 
system of claim 4" should be changed to - data storage system of claim 3 -. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
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regards as the invention. Claim 5 recites the limitation "the printing device prints on 
each individual recorded disc" in lines 1 and 2. There is insufficient antecedent basis for 
this limitation in the claim because there is no printing device mentioned in either of 
claims 1 or 3 from which this claim depends. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1, 2, 7, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lee et al. (US 5,914,918). 

Regarding claim 1, Lee et al. (hereinafter referred as "Lee") discloses an 
automatic data storage system (Fig. 1, 10, and Column 1, line 10-22) enabling 
changing of a media storage component within a writing-reading device during a data 
storage process comprising a programmable automatic handler (Fig. 1, 24; and 
Column 2, lines 48-57, and Column 4, line 14-28) which includes a picking arm (Fig. 1, 
28, and Column 2, 58-65). The media storage component is replaced according to a 
predefined scheduling scheme (Column 4, lines 29-56). 

Regarding claim 2, Lee discloses the data storage system further comprises a 
printing device (Fig. 1 , 40, and Column 3, lines 27-40) for writing on each media 
storage component throughout the storage process. 
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Regarding claim 7, Lee discloses the data storage system includes an in tray 
(Fig. 1, either of 18, 20, or 22, and Column 2, lines 33-36) and an out tray (Fig. 1, either 
of 18, 20, or 22) wherein the picking arm transfers the media storage component from 
the in tray to the writing-reading device and from there to the out tray (Column 4, lines 
46-56). 

Regarding claim 9, Lee discloses the handler device includes a mechanical 
gripper (Fig. 3, 32, and Column 4, lines 58-62). 

9. Claims 1, 2, 8, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Miller (US 6,532,198 B1). 

Regarding claim 1 , Miller discloses an automatic data storage system (Fig. 1 , 
and Column 2, lines 42-48) enabling changing of a media storage component within a 
writing-reading device during a data storage process comprising a programmable 
automatic handler (Fig. 1, 58 and Column 4, lines 27-53) which includes a picking arm 
(Fig. 1, 56, and Column 6, lines 58-65). The media storage component is replaced 
according to a predefined scheduling scheme (Column 2, lines 42-48). 

Regarding claim 2, Miller discloses the data storage system further comprises a 
printing device (Fig. 5A, 93, and Column 8, lines 56-58) for writing on each media 
storage component throughout the storage process. 

Regarding claim 8, Miller discloses the handler device includes a vacuum suction 
cup (Fig. 2, 54, and Column 7, lines 19-24) for gripping the media storage component. 
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Regarding claim 12, Miller discloses the picking arm moves around a single axis 
(Fig. 3, 38 and Column 6, lines 58-65). 

10. Claims 1 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Kanazawa et al. (US 20010044877 A1). 

Regarding claim 1, Kanazawa et al. (hereinafter referred as "Kanazawa") 
discloses an automatic data storage system (Fig. 1, 1 and Paragraph 18) enabling 
changing of a media storage component within a writing-reading device during a data 
storage process comprising a programmable automatic handler (Fig. 2, H and 
Paragraphs 19). Kanazawa does not explicitly disclose the handler includes a picking 
arm, however it can be inferred from the description of the function of the handler that a 
gripping device is included (Paragraph 22, and 24). The media storage component is 
replaced according to a predefined scheduling scheme (Paragraph 26). 

Regarding claim 10, Kanazawa discloses data storage system further comprises 
a visual recognizer device (Paragraph 27) wherein the handler is programmed to 
search for a specific media storage component from the collection of media storage 
components, according to identified data printed on the media storage component 
(Paragraph 28). With respect to the limitations referring to the manner in which the 
search is processed, note that a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations, Ex 
parte Masham, 2 USPQ2d 1647 (PTO BPAI 1987). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miller 
(US 6,532,198 B1) in views of Dim itri et al. (5,377,121). 

Regarding claims 3 and 4, Miller discloses a software module for formatting the 
media storage components (Column 10, line 53 thru Column 1 1 , line 6) as part of a 
copy operation. Miller does not disclose the software module generates a catalog of 
the stored information. Dimitri et al. (hereinafter referred as "Dimitri") discloses a data 
storage system that includes a software module for creating a catalog (or inventory) of 
the stored information (Column 6, lines 38-59). The catalog includes a list of files 
(referred to as "volume" see Column 4, lines 5-8) stored on each disk as well as other 
location and identification information (Column 6, lines 48-55). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
generate a catalog of the stored information in the invention disclosed by Miller, as with 
Dimitri, to enhance the disk tracking features of the storage system by providing more 
detailed information about the copied disks and their location, thus enabling better 
trouble shooting capabilities when errors occur. 
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Regarding claim 5, Miller discloses a printing device prints on each individual 
recorded disc by an integrated thermal transfer printer (Column 8, lines 51-58). 

13. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miller (US 
6,532,1 98 B1 ) in view of Dimitri (US 5,377,1 21 ) as applied to claims 3 and 5 above, and 
further in view of Kahle (US 5,518,325). 

Regarding claim 6, Miller discloses information is printed on each disc (see claim 
5 discussion above), however Miller is silent on the contents of the printed information. 
Kahle discloses a disk label with various descriptive disc information printed on it 
including a date (Fig. 1 ). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to include descriptive information on the label 
printed on each disk in the data storage system disclosed by Miller, as taught by Kahle, 
to provide the end user with useful information about the contents of the disc. 

14. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee (US 
5,914,918). 

Regarding claim 1 1 , Lee discloses the picking arm of the auto handler moves 
along guide shafts (Fig. 1, 26, and Column 2, lines 48-53), not a rack. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
use a rack rather than guide shafts to move the picking arm linearly as a matter of 
design choice as both are commonly used in the art for this purpose and it appears that 
the invention would perform equally well with either. 
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Conclusion 

1 5. Any inquiry concerning tliis communication or earlier communications from tlie 
examiner should be directed to Tamara Ashford whose telephone number is (571)270- 
5877. The examiner can normally be reached on Mon-Fri 7:30am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea Wellington can be reached on (571)272-4483. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IT. A./ /Craig A. Renner/ 

Examiner, Art Unit 2627 Primary Examiner, Art Unit 2627 



